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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 



2a)Q This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-32 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

Q)M Claim(s) U32 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 10/06/00 is/are: a)!3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
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DETAILED ACTION 



Specification 



The title of the invention is not descriptive. A new title is required 
that is clearly indicative of the invention to which the claims are directed. 



The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made 
in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by 
another filed in the United States before the invention thereof by the applicant for 
patent, or on an international application by another who has fulfilled the 
requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the 
invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors 
Protection Act of 1999 (AIPA) and the Intellectual Property and High 
Technology Technical Amendments Act of 2002 do not apply when the 
reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the 
prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

Claims 1-17, 19-32 rejected under 35 U.S.C. 102(e) as being 
anticipated by Safai et al. (6,167,469). 

1. As per claims 1,9,14,22, Safai teaches a method for reducing 
transmission bandwidth requirements of a portable image capture 



Claim Rejections - 35 USC §102 
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device, including the means for establishing a communications 
connection on a network, (See Column 3 Lines 47-55). Additionally, 
assigning an image identifier to captured images uploaded to a server on 
a network wherein each of the images are stored in an image file, (See 
abstract and Column 3 Lines 60-67), where each of the files having a 
different size; wherein the file size is interpreted as the resolution in 
which a specific image was captured. In response to a user request to 
apply an action to one of the uploaded images, specifically a marked 
image. If marked, uploading or transmitting the image identifier of the 
image to the server wherein the server performs the action on the image 
identified by the image identifier thereby eliminating the need to 
retransmit the image and reducing transmission bandwidth, (See 
Columns 4 & 11 Lines 1-10 &10-14 respectively). 

a. Transmitting the image and the image identifier from the 
image capture device to a server on the network for storage; 
wherein address is interpreted as any location on the network 
(which consists of servers) such as a URL, E-mail, or IP address, 
etc., (See Columns 3 & 4 Lines 64-67 & 1-19 respectively). 

b. Marking the image as sent in the image capture device, (See 
Column 10 Lines 60-67). 

c. Downloading the image identifier to the image capture device 
for association with the corresponding uploaded image, (See 
Column 15 Lines 27-45). 
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Safai teaches a system for reducing storage and bandwidth requirements 
comprising of an online photo-sharing service for receiving digital images 
over a network and an image capture device for capturing digital images, 
where the image capture device includes a means for establishing a 
network connection, (See Column 1 Lines 10-18). Additionally he teaches 
a means for assigning an image identifier to each of the digital images, 
(See Column 11 Lines 10-14). A means for transmitting the digital 
images and the respective image identifiers from the image capture 
device to the server for storage, (See Columns 3 & 4 Lines 64-67 & 1-19). 
A means for marking the digital image as sent, (See Column 12 Lines 36- 
67). A means responsive to a user requests to perform an action on a 
selected image for determining if the selected image is marked and 
means responsive to the selected image being marked for uploading the 
selected image's image identifier and the action to the server, thereby 
eliminating the need to retransmit the image; wherein the marked image 
is interpreted as being sent to an "outbox* to indicate that the message 
with the selected pictures is stored in a separate data structure, (See 
Column 12 Lines 61-67). 

2. As per claim 2, Safai teaches the claimed invention as described in 
claim 1 above and furthermore discloses reducing the size for each of the 
image files corresponding to the uploaded images on the image capture 
device, thereby reducing storage requirements; wherein once the image is 
sent across the network the user is asked to delete the image (reduction 
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of image files) and if deleted an association still exists between the sent 
picture and the image capture that sent the image (See Columns 4 & 10 
Lines 1-27 & 24-39 respectively). 

3. As per claim 3, Safai teaches the claimed invention as described in 
claims 1-2 above and furthermore discloses uploading the image 
identifiers with the captured images, (See Column 4 Lines 10-13). 

4. As per claims 4 and 25, Safai teaches the claimed invention as 
described in claims 1-3 above and furthermore discloses deleting at least 
a portion of each of the image files; wherein deleting a portion is 
interpreted as deleting the image from the image capture device once 
loaded onto the server but retaining the association between the image 
and the image capture device, (See Columns 4 & 10 Lines 1-26 86 60-67 
respectively) . 

5. As per claims 5, 12, 17 and 26, Safai teaches the claimed invention 
as described in claims 1-4 above and furthermore discloses storing each 
of the captured images in an image file that includes a high resolution 
image, a reduced resolution image, and audio, (See Columns 1 1 Lines 
27-39). Wherein replacing or deleting the high-resolution image and 
replacing it with a reduced resolution image, (See Columns 10 & 12 
Lines 41-59 & 50-67). Furthermore, deleting the high-resolution image 
and audio, if audio has been recorded for the image; wherein a reduced 
image is interpreted as a thumbnail image. In relation to the image 
capture device the image file contains a reduced resolution image a high- 
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resolution image and an audio file (if one exists) (See Columns 10 8s 1 1 
Lines 24-50 & 27-39 respectively). 

6. As per claims 6 and 13, Safai teaches the claimed invention as 
described in claims 1-5 above and furthermore discloses deleting the 
audio if audio has been recorded for the image and marking an "audio 
present" tag; wherein deleting the images can be interpreted as deleting 
all items related to a specific image which can be interpreted as deleting 
the audio as well, (See Column 12 Lines 1-14 & 50-60). 

7. As per claim 7, Safai teaches the claimed invention as described in 
claims 1-6 above and furthermore discloses that if the audio has been 
deleted the marking and "audio present" tag in the reduced image file; 
wherein the deletion is managed by the user therefore if the message 
containing an audio file is sent across a network the message is tagged 
as having audio present despite if the user decides to retain or delete the 
image, wherein if the user decides to delete the image/audio from the 
image capture device then the image/ audio is deleted. On the server 
however, the image and audio exist with an "audio present" tag 
associated with the picture that has an audio file, (See Column 12 Lines 
1-14, 50-60). 

8. As per claim 8, Safai teaches the claimed invention as described in 
claims 1-7 above and furthermore discloses replacing each of the 
uploaded images with an alias that includes the image identifier assigned 
to the uploaded image; wherein the alias/identifier is interpreted as an 
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association of the image to the capture device, (See Column 4 Lines 1- 
19). 

9. As per claim 10, Safai teaches the claimed invention as described 
in claim 9 above and furthermore discloses reducing storage 
requirements of the image capture device by deleting the image form the 
image capture device, (See Column 10 Lines 60-67). 

10. As per claim 11, Safai teaches the claimed invention as described 
in claims 9-10 above and furthermore discloses the step of reducing 
storage requirements of the images capture device by replacing the image 
with a reduced image on the image capture device, the reduced image 
having a size substantially less than the size of the image, (See Column 
10 Lines 24-50). 

11. As per claim 15, Safai teaches the claimed invention as described 
in claim 14 above and furthermore discloses digital images are stored in 
the image capture device as an image file, each of the image files 
including image data, reduced resolution image data, and metadata tags; 
wherein the image data is interpreted as a reduced resolution image 
(thumbnail), a high-resolution image, and an audio clip also known as 
metadata, (See Column 10 Lines 24-59). 

12. As per claim 16, Safai teaches the claimed invention as described 
in claims 14-15 above and furthermore discloses each of the transmitted 
digital images are replaced with reduced image files on the image capture 




Application/ Control Number: 09/680,612 Page 8 

Art Unit: 2141 

device by deleting the image data from the image file, (See Columns 12 & 
16 Lines 50-60 & 40-50 respectively). 

13. As per claim 19, Safai teaches the claimed invention as described 
in claims 14-18 above and furthermore discloses the image identifier and 
the action, the server applies the action to the digital image identified by 
the image identifier, (See Columns 13 & 14 Lines 48-67 & 1-25 
respectively). 

14. As per claim 20, Safai teaches the claimed invention as described 
in claims 14-19 above and furthermore discloses that the server uses the 
image identifier to index and store the digital image, (See Columns 13 & 
14 Lines 54-67 8b 1-5 respectively). 

15. As per claim 21, Safai teaches the claimed invention as described 
in claims 14-20 above and furthermore discloses if an action requires 
retrieving the stored image, the server uses the image identifier sent with 
the action to retrieve the stored image, (See Column 15 Lines 27-45). 

16. As per claim 23, Safai teaches the claimed invention as described 
in claim 22 above and furthermore discloses sending the image 
identifiers to the image capture device to acknowledge receipt of the 
uploaded images; wherein acknowledgement can be performed before 
submission of the images/ audio therefore if performed at the image 
capture device, it is interpreted that an acknowledgement is attained 
once images are sent across the network (See Column 9 Lines 30-67). 
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17. As per claim 24, Safai teaches the claimed invention as described 
in claims 22-23 above and furthermore discloses images are stored in an 
image file, each of the image files having a particular size, wherein after 
receiving the image identifiers on the image capture device, reducing the 
size of the image files uploaded to the server, thereby reducing storage 
requirements, (See Column 12 Lines 50-60). 

18. As per claim 27, Safai teaches the claimed invention as described 
in claims 22-26 above and furthermore discloses receiving a request from 
the user to listen to audio corresponding to the uploaded image, using 
the uploaded image identifier to retrieve the audio corresponding to the 
uploaded image, and downloading the retrieved audio to the image 
capture device for playing, (See Columns 6 & 15 Lines 19-37 & 27-45 
respectively). 

19. As per claim 28, Safai teaches the claimed invention as described 
in claims 22-27 above and furthermore discloses encoding the audio into 
a higher compression format on the server to make the audio smaller for 
downloading and playing but without a noticeable loss of quality; 
wherein digitizing compresses or eliminates noise thereby reducing the 
size of the audio clip, (See Column 6 Lines 19-36). 

20. As per claim 29, Safai teaches the claimed invention as described 
in claims 22-28 above and furthermore discloses receiving a request to 
download a selected image, using the image identifier to retrieve the 
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selected image and downloading the selected image, (See Column 15 
Lines 27-45). 

21. As per claim 30, Safai teaches the claimed invention as described 
in claims 22-29 above and furthermore discloses receiving a password 
with the selected image and only retrieving the selecting image if the 
password is verified, (See Column 15 Lines 27-31). 

22. As per claim 31, Safai teaches the claimed invention as described 
in claims 22-30 above and furthermore discloses receiving a signature 
key with the selected image and only retrieving the selecting image if the 
signature key is verified; wherein the signature key is verified upon 
upload of the image, (See Column 4 Lines 1-15). 

23. As per claim 32, Safai teaches the claimed invention as described 
in claims 22-31 above and furthermore discloses receiving a request to 
delete a selected image and determining on the image capture device if 
the uploaded image on the image capture device should be deleted along 
with the selected image on the server; wherein if deletion occurs on a 
server or network the association is dissolved from the image capture 
device and the server. Therefore it is interpreted that if a user deletes an 
image from an image capture device and furthermore utilizes the image 
capture device to create a virtual photo album on the internet, then the 
pictures would be stored on one specific server where if the user decided 
to delete the image from the capture device the user would then have a 
choice to either delete the image from the server or retain the image 
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through the use of the image capture device, (See Columns 10 & 15 
Lines 60-67 & 27-45 respectively). 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the 
basis for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham w. John Deere Co., 
383 U.S. 1, 148 USPQ459 (1966), that are applied for establishing a 
background for determining obviousness under 35 U.S.C. 103(a) are 
summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the 
claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application 
indicating obviousness or nonobviousness. 

Claim 18 rejected under 35 U.S.C. 103(a) as being unpatentable 

over Safai et al. (6, 167,469) in view of Hull et al (5,806,005). 

24. As per claim 18, Safai discloses the claimed invention as described 

above. However, Safai does not explicitly teach that when the reduced 

image files are generated, the image capture unit determines whether a 

maximum number of images has been reached, then the oldest images 

are deleted to further increase storage capacity. Hull teaches a system for 
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when the image files are generated, the image capture unit determines 
whether a maximum number of images has been reached, then the 
oldest images are deleted to further increase storage capacity, (See 
Column 2 Lines 38-45). Therefore it would have been obvious to one 
having ordinary skill in the art at the time of the invention was made to 
enable an image overwriting method as taught by Hull in the system of 
Safai in order to prevent running out of image memory capacity or carry 
around extra storage mediums to store images on the image capture 
device, (See Column 3 Lines 1-9). 

Conclusion 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Sajid A Yussuf 
whose telephone number is (703) 305-8752. The examiner can normally 
be reached on Monday-Thursday 7:30-5:00 PM and Alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Rupal Dharia can be reached on (703) 305- 
4003. The fax phone number for the organization where this application 
or proceeding is assigned is (703) 305-3718. 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the receptionist whose 
telephone number is (703) 305-3900. 
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